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DECISION ON APPEAL 
This is a decision on appeal from the examiner's final 
rejection of claims 55 and 85. Claims 56-58, 60-62, 66-69, 73- 
78, 82-84 and 88-92 were indicated to be allowable by the 
examiner. Claims 59, 63-65, 70-72, 79-81, 86 and 87 which are 
the only other claims pending in this application, were objected 
to by the examiner has depending on a rejected base claim. 

BACKGROUND 

Appellant's invention relates to a gasket for sealing a pair 
of pipe flanges. A further understanding of the invention can be 



Appeal No. 2004-0884 
Application No, 08/952,001 



Page 2 



derived from a reading of exemplary claim 55, which is reproduced 
below . 

55. A gasket for providing a seal at the joint between a 
pair of pipe flanges for connecting one flange to the 
other, comprising: 

a first strip of a material that is adapted for sealing 
and formed in a loop and having an outer periphery; 

a second strip of said sealing material formed in a 
loop and having an inner periphery that is greater than 
the outer periphery of said first strip; and 

at least one spoke of said sealing material extending 
between said first strip and said second strip wherein 
remaining spaces therebetween are substantially void. 

The prior art references of record relied upon by the 
examiner in rejecting the appealed claims are: 

Merwarth Re 11,858 Sep. 25, 1900 

Mastin 1,245,002 Oct. 30, 1917 

Claim 55 stands rejected under 35 U.S.C. § 102(b) as being 
anticipated by or, in the alternative under 35 U.S.C. § 103(a) as 
being unpatentable over Merwarth. Claim 85 stands rejected under 
35 U.S.C. § 103(a) as being unpatentable over Mastin. 

We refer to the briefs and to the answer for a complete 
exposition of the opposing viewpoints expressed by appellant and 
the examiner concerning the issues before us on this appeal. 
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OPINION 



Having carefully considered each of appellants' arguments 
set forth in the brief and reply brief, appellants have not 
persuaded us of reversible error on the part of the examiner with 
respect to the § 103(a) rejections advanced by the examiner. 
However, we agree with appellant's position with regard to the § 
102(b) rejection. Accordingly, we affirm the examiner's § 103(a) 
rejections but we reverse the examiner's § 102(b) rejection. Our 
reasoning follows . 



"To anticipate a claim, a prior art reference must disclose 
every limitation of the claimed invention, either explicitly or 
inherently." In re Schreiber , 128 F.3d 1473, 1477, 44 USPQ2d 
1429, 1431 (Fed. Cir. 1997); accord Glaxo Inc. v. Novopharm Ltd. , 
52 F.3d 1043, 1047, 34 USPQ2d 1565, 1567 (Fed. Cir. 1995). 

The examiner does not refer us to any part of Merwarth that 
expressly describes the contested limitation, "said sealing 
material'' (claim 55) , which requires that the identical sealing 
material is used for the first and second strips of material and 
for spokes used in the gasket. Rather, the examiner argues that 
the "soft metal" employed in the Figure 3 embodiment of Merwarth 
for forming a first strip (A), a second strip (F) and a spoke 



Rejection under 35 U.S.C. § 102(b) 
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(element C) inherently results in the use of the same soft metal 
for each. 

A central question before us is whether the examiner's 
assertion of inherency with respect to the Merwarth reference is 
reasonable. We answer that question in the negative because the 
examiner has not provided a sufficient basis in fact and/or 
technical reasoning to reasonably support the examiner' s 
assertion (answer, pages 4 and 6) concerning the allegedly 
inherent description of the same soft metal for each of the 
specified component parts of the gasket of figure 3 of Merwarth 
as necessarily flowing from the teachings of the applied prior 
art. While the examiner argues, in effect, that there is no 
disclosure in Merwarth respecting the Figure 3 embodiment 
requiring that "the soft metal of C should not be as soft as the 
soft metal of A" (answer, page 6) , there is no explanation on how 
and why the soft metals of the reference would necessarily 
satisfy the contested limitation with respect to employing the 
same material for each strip and the spokes. 

The examiner, in relying on a theory of inherency, must 
provide a basis in fact and/or technical reasoning to reasonably 
support the determination that the allegedly inherent 
characteristics necessarily flow from the teachings of the 
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applied prior art. See In re Robertson , 169 F.3d 743, 745, 49 
USPQ2d 1949, 1950-51 (Fed. Cir. 1999) . Inherency cannot be 
established based on probabilities or possibilities. See In re 
Oelrich , 666 F.2d 578, 581, 212 USPQ 323, 326 (CCPA 1981). The 
examiner simply has not provided persuasive support for an 
inherency theory. 

Because the examiner has not established a prima facie case 
of anticipation within the meaning of 35 U.S.C. § 102, we will 
not affirm the § 102(b) rejection. 

§ 103(a) Rejection of claim 55 

The examiner's § 103(a) rejection of claim 55 over Merwarth 
stands on a different footing. Here, the examiner's rejection is 
not premised on an inherency theory. While picking and choosing 
may have no place in making a § 102 rejection for anticipation, 
such can be entirely proper in making an obviousness rejection 
under § 103. See In re Arklev , 455 F.2d 586, 587-88, 172 USPQ 
524, 526 (CCPA 1972) . 

Appellant does not contest the examiner' s position with 
respect to the correspondence of the gasket of Figure 3 of 
Merwarth with that called for by appealed claim 55 but for the 
requirement of using the same material in forming the first and 
second strips and the spokes of the gasket. Here, the examiner 
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basically asserts that one of ordinary skill in the art would 
have been led to select the same soft metal for the elements (C) 
corresponding to appellant's spokes as for the strip (A) and the 
strip (F) of the gasket of Figure 3 of Merwarth. According to 
the examiner, the simplicity (and economy) of using the same 
source of material for manufacturing those component parts of the 
gasket of Merwarth would have suggested the selection of the same 
soft metal material for each part to one of ordinary skill in the 
art at the time of the invention. After all, Merwarth teaches 
that each strip and the eyes (spokes) can be made from a soft 
metal and that each are used for the functional purpose of 
sealing. See pages 7 and 8 of the answer. 

Appellant (supplemental brief, pages 18 and 19) maintains 

that: 

one cannot presume that "easing manufacturing" is 
sufficient motivation to direct persons of ordinary 
skill in any art to form parts that were conventionally 
formed of different materials out of the same materials 
just to permit integral manufacture. 

Moreover, appellant maintains that Merwarth' s reference to 
using "soft metal" (page 2, column 1, lines 27-33) in forming the 
eyes (C) to effect sealing of the bolt holes does not require 
that the soft metal used is the same soft metal employed in 
forming the rings. In appellant's view the soft metals used 
would be understood by one of ordinary skill in the art as being 
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different based on the description of the embodiment of Figures 1 
and 2 in Merwarth and based on appellant's arguments that an 
undesirable result would be obtained if the metals were not 
different. See , e.g., the reply brief 1 , pages 3-8. 

We agree with the examiner' s obviousness conclusion and we 
do not consider appellant's characterization of the examiner's 
reasoned position and the thrust of the arguments presented 
persuasive. While Merwarth teaches that the gasket of the 
embodiment depicted in Figures 1 and 2 wherein the outer ring (B) 
can be formed of a harder material than the inner ring (A) , we do 
not conclude, as apparently appellant does, that such a choice of 
different materials as taught by that embodiment would. be viewed 
by one of ordinary skill in the art as being a required choice 
for the separate embodiment of Figures 3 and 4 of Merwarth. This 
is so given that Merwarth specifically teaches that soft metal is 
used for all of the sealing parts of the gasket of the Figure 3 
and 4 embodiment . 

While we recognize that Merwarth (Page 1, column 1, lines 42 
and 43) indicates that " [letters of like name and kind refer to 
like parts in each of the figures," the term "like parts" is not 



1 Our references to the reply brief refers to the second 
reply filed September 29, 2003. 
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limited to identical parts as appellant seemingly argues. 
Indeed, appellant (reply brief, page 10) acknowledges that 
"Merwarth does hot indicate whether the materials are the same or 
not" in the alternative embodiment. We note that motivation can 
be based on both economic as well as simplicity factors, and need 
not be expressly mentioned by the prior art. See In re Thompson , 
545 F.2d 1290, 1294, 192 USPQ 275, 277 (CCPA 1976); In re 
Clinton , 527 F.2d 1226, 1229, 188 USPQ 365, 367 (CCPA 1976). 

Furthermore, it is not necessary for a finding of 
obviousness that the prior art reference provides all of the 
specific reasons for the combination of the teachings thereof as 
disclosed by appellant. See In re Kemps , 97 F.3d 1427, 1430, 40 
USPQ2d 1309, 1311 (Fed. Cir. 1996); In re Beattie , 974 F.2d 1309, 
1312, 24 USPQ2d 1040, 1042 (Fed. Cir. 1992). It is well settled 
that a prior art reference may be relied upon for all that it 
would have reasonably conveyed to one having ordinary skill in 
the art. Merck & Co., Inc. v. Biocraft Laboratories, Inc. , 874 
F.2d 804, 807, 10 USPQ2d 1843, 1847 (Fed. Cir. 1989). 

As for appellant's contentions (reply brief, pages 4-8) that 
the physics of a sealing gasket teaches against the use of the 
same material for each ring of Merwarth because of reduced 
sealing pressure, we note that such attorney argument is not 
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substantiated with experimental or expert opinion evidence. As 
such, that argument is entitled to little weight. Moreover, "[a] 
reference may be said to teach away when a person of ordinary 
skill, upon reading the reference, would be discouraged from 
following the path set out in the reference, or would be led in a 
direction divergent from the path that was taken by the 
applicant." In re Gurlev , 27 F.3d 551, 553, 31 USPQ2d 1130, 1131 
(Fed. Cir. 1994) . Here, based on the overall teachings of 
Merwarth as they would have been understood by one of ordinary 
skill in the art, there is ample motivation for one of ordinary 
skill in the art to have selected the same soft metal for the 
rings A and F and the eyes (C) of the gasket of Merwarth so as to 
render such a gasket useful for sealing pipes as well as being 
inexpensive to make as proposed by the examiner. That there 
exists an option of using different materials for the different 
gasket parts is clearly not an impediment to using the same 
materials as another alternative. 

Having reconsidered the evidence of record for and against a 
conclusion of obviousness in light of the respective arguments 
advanced by appellant and the examiner, it is our determination 
that, on balance, the evidence weighs most heavily in favor of an 
obviousness conclusion with respect to the rejection under 
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consideration . 

It follows that we will affirm the examiner's § 103 (a) 
rejection of claim 55 over Merwarth. 

§ 103(a) Rejection of claim 85 

Appellant does not dispute the examiner's determination that 
Mastin discloses a gasket corresponding to the gasket of claim 85 
but for the claimed substantially square shape of the outer 
periphery of the second strip of sealing material. According to 
the examiner, it would have been obvious to one of ordinary skill 
in the art to select a shape for the outer periphery of the 
gasket that corresponds to the claimed shape. We agree. 

Concerning this matter, we note that Mastin is directed to a 
gasket that is to be placed between parts to be sealed. The 
gasket is designed to include bolt holes (d, Figure 1) that are 
used for tightening the gasket between opposing parts to be 
joined. It would have been well within the skill of the art to 
shape the outer periphery of the gasket of Mastin to coincide 
with the shape of the outer periphery of the parts to be joined, 
such as the flanges of pipes 2 . In so doing, we agree with the 

2 We note that a flange is a projecting portion of a part, 
such as a pipe, that is used to mate and provide surface area for 
joining another such part therewith. See pages 459 and 460 of 
The American College Dictionary (1970) . 
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examiner's position that one of ordinary skill in the art would 
have found the use of an outer peripheral shape, such as the here 
claimed shape, to be an obvious expedient not withstanding 
appellant's contrary viewpoint. 

Appellant argues that the claimed gasket would provide 
corners usable as handles if the gasket were used with a flange 
pipe joint that was of a size to allow for protrusion of corners 
of the gasket therefrom. 3 However, we do not find that argument 
persuasive because it is our view that one of ordinary skill in 
the art would readily recognize that furnishing a gasket with a 
periphery that extends beyond a pipe joint edge would provide a 
piece of the gasket that would be available for grasping. It is 
well settled that expected beneficial results are evidence of 
obviousness, not the contrary. See In re Skoner , 517 F.2d 947, 
950, 186 USPQ 80, 82 (CCPA 1975) . Moreover, appealed claim 85 is 
not limited to a gasket and pipe joint combination wherein the 
gasket periphery extends beyond the periphery of the mating pipe 
joint surfaces. 

Consequently, on this record, we will sustain the examiner' s 



3 While not disclosed in the specification, that asserted 
" advantage" is nonetheless argued as part of the record of this 
appeal . 
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§ 103 (a) rejection of claim 55 over Mastin. 



CONCLUSION 



The decision of the examiner to reject claim 55 under 35 
U.S.C. § 102(b) as being anticipated by Merwarth is reversed. 
The decision of the examiner to reject claim 55 under 35 U.S.C. § 
103(a) as being unpatentable over Merwarth and to reject claim 85 
under 35 U.S.C. § 103(a) as being unpatentable over Mastin is 
affirmed . 
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No time period for taking any subsequent action in 
connection with this appeal may be extended under 37 CFR 
§ 1.136(a) . 

AFFIRMED 
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: 8^ ahy' n^menift>c<mdition; glow; mflamed'«mditloiUV>r 
' 4; briuiant light.' Bdntillating luster! t> ft: bright, eoiormgp r f^r^^ 
' a-streak or patch^of cdlor 
or passion: ^i7/5imi«; an object of the pass oMove^^ * 
sweetheart. v *.C 8. to bum with a flame > or ■ flames x 
- burst mto flames; blaze: j 9. to glow like k flame;:shlnflL^ \ 
brilliantly; flash>>10.itd burn as with flame, as ^p assion;!! , 0 ; f#> . , 
rbreak into open anger, indignation, etc -(often foL-byt • ■ 1 
. otd or . up). ll v to subject to the actio^of flame^ v^;, 

or Are. T^B/^^^,nWj^mc.Jg.,L/I4W^3^^ , 
lw fld^.—naine.let tfla«, t ^% ^1^/^!^—% II 
. Fuaizvblazk, . coKruonATtoM refer to, tike ugh t- ( U3 ■ | 
given off T - - — — - - 



.and heat 




"gf y^r> off by- comburtionr'PtJ^iB'ii'the'conQ 
'erring to a combustion of any stser Uks HQht 
me. Blaxs usually denotes a quick.' hot. br 



. word." ' ref ex — — w — _ 

match flame.* Blaxs usually denotes a quick.' hot. a 

and-' comparatively- large flame : tht-ftre Imrtt .into o ^. . 

:ComxAOAATiojf ref ers W destructive flames iwbJtb^flpread*-;^: 
over a considerable f area: a conflagration dertrop«rf ; C7fttco«ii , - 
flain^ colors .brighijeddiah^ram 

fla*men CflS/mfa)p n . ,.^>t; flamens, flajnlas^Xfla^^io^ ir^r I 
; ne^O.*Aom^vintio^a,priest;devoted to.Uieservice of * 11 

, particular. deity.^Ct. rT»ME 7Zomin(8)]J^b^&^^»j^^ 
flame^ut (flam'outA. n. the fato 
- flight or during take-off. ^c>^f o^i-^ioa^air^^^ilc 
flame thrower," MiV an apparatus;<^taie> 
or mounted on a tank.^ that •throws a>snrav<of 
lgnites ln the air.'tri % tiiit»^« .oa.^aiMi 
flam-lng jfflVmThg^cdjr? emHUng 
fiery r ; 2. giowlng^^brllliant. a. yioie^- ,^ 
slonate! ' — flam^ng.ly, odf-sti tp r c?w^ 
flamingo (flamTng/gO), 1 ' n.^7pi; * * 
-goa, -goes, any of the aquatic birds ^ 
constituting the . family. Phoenicop-i 1 
Uridde. with .very, long neck and legs. 
• webbed feet; bflls;bent downward, ^ „ 
andr idnkish to sjcariet; ; pluihage. [fcSi^ 
Pg£rvt>- 8p;:;m." rtom^nco,, t. Pr.: 'nCT^- 
flamenc, f. flama (kl\ L /lommn flame) . ' 
~ Gmr " * * u 



+ suffix r«»c ( 



3mc.:m;;T<ni)3; 




Fla min i an Way (flemlh/r an). „ 
an .ancient Roman road ext^ding 
from Rome K to A rim tun m (Rindni).^' 
on tlie 1 'AJdrlatlC'COaflL^2t5,^'-. T ^^ 7 L .. 
Fla minl UB (femInrfas)r n^Ga^^^ itWM . 
lu»: (gS.^8) , died 217,:B^.;:Roman:-%i^^?S >i 
' and statesman, defeated by'HanmbatT^^, 



flam*ma-ble . (flfim^a bal>. odj. ; , easily setonflre; 
' bustlble; Inflammable. / ^^r-nam/ma^U/i-ty^ n.^; ^ 
f lam^ (fla^mr*^:^ A 
flan* (flan; Fr.^fl&N)/ fti; 1. a cheese-,.creajn^u>ri _ _ 
filled cake, v 2^: a piece of metal shaped ready to form _ . 
coin, but not yet stamped by. the die. r 8. thfi metal of :; 
which a cxmi is madeiras distmct from its designs XtP] J vU^rfW; 

a medieval county hxWlEu- ; ..-=--..., e - . ^ 

rope/, extending., along •, the 

North Sea from , the Strait 

of Dover to the. month of 

the » Scheldt : river ;ftthe * corf ; 
' responding, modern regions * 

include the provinces of 

East 'Flmndera and , West 

FUndersm W BelgiuJiiiand 

the adjacent parts of ,N, .Ftance 
flange fflanj). nk,(p- 




i^fll^Pj 

or th*ft Ifkft^^^Wi'^Sr^^^c i^'^^g^ 
attaching it to^anothePohJec^ 

„ „ ee illufl. In coli i;of ^ej^pagew*^: 

2; the horizontal portion or iM)rtkms i omeel map^fSgS^L^ ^ 
as.the top and bottbm flange of an l^>ean^ 
or tool for making j^nges.i^.^4: j tp'pr o|e^J i^ 



take the form of . a flange. 1 [var. of flanch v n; 
)r^t.OV:^flanchirbend^^ 

Hi ^-Bdnt-Jfedicore/ der.ST, ^5ers)3 i9r-fla^eV^^oam i^ 



a^ 1 Wilertdjj^^ar^ Ice; hfit. -over,; order. oil.J] 



Ice; hfit, -flver,; order,? oil; b66hv oTise^oo^u'up. '.tts^vfiiii^f a^^iiKjtf 






